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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 2, 5, and 6-13 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over U.S. Patent No. 6,581 ,052 to Slutz in view of U.S. Patent 
No. 5,517,892 to Fujimori. 

Slutz discloses a test generator for database management systems comprising 
performing a first test with a first test system, performing a second test with a second 
test system, using test modules (column 4, lines 17-40), in each of the first and 
second test systems identifying a file name of a data/configuration file to use in each 
of the first and second tests, and using the data/configuration file in performing the 
respective one of the first and second tests (column 5, lines 31 -55). Slutz discloses 
performing a plurality of tests in a plurality of systems using the file wherein the tests 
are performed on a database (column 4, lines 59-65). Slutz discloses performing 
the test on the database coupled over a network through an interface (column 3, line 
66 to column 4, line 4 and Figure 2) and also discloses using SQL query statements 
to join two separate parameters (column 14, lines 25-59). 

As noted above, Slutz teaches many of the features of the claimed invention, and 
while the invention of Slutz does teach including a user-defined parameter in the 
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configuration file specifically indicating the database to be tested (column 5, lines 33- 
37), Slutz does not teach combining two strings/parameters to form a filename of the 
configuration file. 

Fujimori teaches an electronic musical instrument having memory for storing tone 
waveforms and its file name including a control unit and associated routines (column 
4, lines 6-15 and column 5, line 13) for receiving a string of characters indicating part 
of a filename (column 5, lines 49-59), which are manually inputted by a user (column 
6, lines 15-19). Fujimori also teaches executing a routine for combining the first 
string of characters with a second string of characters, formed by a software module, 
to form a file name (column 7, lines 39-50). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of Slutz to include combining two strings/parameters to form a filename of 
the configuration file, as taught by Fujimori, and further specifying that one of the 
parameters indicate the name of the database under test because Slutz already 
teaches forming a configuration file specific to a particular database under test. 
Therefore, by combining the name of the database under test with a second 
common parameter indicating the file to be a configuration file, in the test systems, 
the combination would have provided a file easily discernable as relating to a 
specific database as well as indicated what type of file it is. This combination would 
have provided an easy method for finding a specific configuration file desired and 
increased the speed of finding the file by eliminating the need to implement the time- 
consuming process of reading the data included in the filename and instead allowed 



Application/Control Number: 09/776,364 Page 4 

Art Unit: 2857 

the unit to search only the filenames themselves. Fujimori further supports this 
reasoning by indicating that the specific file name forming method would provide 
indication as to the content of the file just by reading the file name itself making it 
easier to search for a desired file (column 2, lines 5-10 and 22-26) and reduce the 
chance of overwriting a generic file by producing files specific for an intended 
purpose (column 1 , line 66 to column 2, line 5). 

3. Claims 3, 4, 14, 17-19, 23, 24. and 27-32 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Slutz in view of Fujimori and further in view of U.S. Patent 
No. 6,513,047 to Talley. 

As noted above, the invention of Slutz and Fujimori teaches many of the features 
of the claimed invention and while the combination does suggest searching for a 
desired file name (Fujimori, column 2, lines 5-10) the combination does not 
specifically disclose searching for the data file in storage for use in testing a 
database. 

Talley teaches the management of user-definable databases comprising a user- 
interface for accessing a plurality of configuration files stored remotely containing 
descriptions of the contents of each of a plurality of databases desired (column 1 , 
line 51 to column 2, line 4 and column 4, lines 11-15), wherein the configuration file 
contains the name of the specific database (column 4, lines 16-22). Talley teaches 
connecting the user-interface to the database desired through a network (column 3, 
lines 16-46) and using a corresponding processor and software routine (column 3, 
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lines 47-55) for searching a predetermined storage locations and directories for 
finding and retrieving the configuration file (column 6, lines 17-39). Talley also 
teaches connecting the user interface, databases, and remote computers over a 
network (column 3, lines 12-15). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of Slutz and Fujimori to include searching for the data file in storage for use 
in testing a database, as taught by Talley, because the combination of Slutz and 
Fujimori teaches forming a file that is easily searchable (Fujimori, column 2, lines 5- 
10) as well as reading in a specific configuration file for use in a database test (Slutz, 
column 5, lines 31-33), but doesn't specifically provide the method for reading in this 
configuration file. Therefore, the combination would have provided a method for 
reading in this file that allows specific information pertaining to each database 
desired while allowing access by a plurality of users (column 2, lines 5-16 and 
column 7, lines 25-31). 

4. Claims 20, 21, 25, and 26 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Slutz in view of Fujimori and Talley and further in view of 

U.S. Patent No. 5,848,41 0 to Walls et al. 

As noted above, Slutz in combination with Fujimori and Talley teaches many of 
the features of the claimed invention including forming a filename based on inputs 
from a module and/or a user, but does not specifically teach including a default 
name if a value is not received from the module or user. 
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Walls teaches a system and method for comprehensively and continuously 
indexing information stored in one or more sources of information such as a 
database (column 3, lines 48-50) comprising a file-system identifier that identifies the 
file system from which an index will be built and analyzes the files of the selected file 
system to determine information can be extracted from the files (column 1 1 , lines 21- 
29). Walls also teaches that if a user does not select a file system name when 
prompted, the file-system definer, part of the file system identifier, provides a default 
file system name (column 1 1 , lines 50-52). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of Slutz, Fujimori, and Talley include using a default name if a value is not 
received from the module or user, as taught by Walls, because the combination 
would have prevented an interruption in the process if the user fails to respond, as is 
well known in the art, and, as suggested by Walls, allowed the process to continue 
by using a value most recently or most frequently selected by the user and therefore 
using a value that would have been most likely to have been selected by the user if 
the user were present (column 1 1 , lines 50-55). 

5. Claims 1-14, 17-19, 23-24, and 27-32 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over U.S. Patent No. 6,393,435 to Gartner et al. in view of U.S. 
Patent No. 5,857,192 to Fitting. 

Gartner discloses a method and means for testing the performance of a 
database system by referencing files external to the database system using multiple 
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file systems wherein the test files are created in the file systems and a control table 
in the database management system controls access to the test files (column 2, 
lines 51-59). Gartner discloses implementing the method by receiving requests from 
a user via an application programming interface (column 4, lines 30-39) wherein the 
user supplies a first value, relating to the filename, and a second value, relating to 
the name of the server/database system under test, (column 5, lines 41-54) over a 
network using searching and management control units and software routines 
(column 5, lines 19-29). Gartner then discloses searching the corresponding 
database and returning query results including the server/database and filename 
references which are then used to identify the relevant data file (column 6, lines 16- 
26). Gartner also discloses that the system is applicable for a plurality of users 
accessing the system files for multiple tests concurrently (column 3, lines 1-2 and 
column 4, lines 21-23 and 54-59) and therefore teaches that described method can 
be performed at different test systems to execute the tests using the same data files. 

As noted above, Gartner teaches many of the features of the claimed invention 
including searching and obtaining data files based on specific filename parameters 
but does not specifically disclose combining first and second parameters to form a 
filename. 

Fitting discloses a quality control system of a manufacturing system comprising a 
plurality of test systems, each test system including a controller that configures the 
test equipment according to one of a plurality of routines so that the test systems are 
able to executive a plurality of different tests (column 5, lines 15-23). Fitting 
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discloses that the test systems send a request, through a communication interface 
employing an Ethernet network (column 3, lines 4-10), to a storage database, 
containing a plurality of files, for retrieval of a test file to be used by the test 
controller, which is part of a test module (Figure 1) executed in performing the 
corresponding test (column 5, lines 15-19). Fitting discloses that the test system 
provides first and second parameters, the first parameter being a predetermined 
string value and the second parameter being a value indicating the data type of the 
requested file, to a test controller that performs a routine combining the two 
parameters to form a filename which is sent to the database (column 4, lines 20-39). 
Fitting then discloses searching the database for a test filename containing the string 
value and a value corresponding to the second file-type parameter (column 4, lines 
53-64). 

Further, Fitting describes the entire process of the invention according to the 
execution of one test system, and therefore does not specifically disclose performing 
different tests with the different systems using the associated file, however, since 
Fitting does disclose the invention for sharing files between a plurality of test 
systems, each able to executive a plurality of different tests (column 5, lines 15-23), 
Fitting does suggest the execution of different tests, by different test systems, using 
the same shared file directory and therefore the same aforementioned process 
would be carried out using each of the subsequent test systems. 

Also, although Fitting doesn't specifically disclose that the controller contain a 
storage medium with instructions executed on it, since the controller of Fitting does 
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execute a plurality of steps to combine the two parameters into a filename, it is 
considered inherent that the controller must contain some type of program 
instructing the execution of the combining routine. 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of Gartner to include combining first and second parameters to form a 
filename, as taught by Fitting, because the invention of Gartner does teach that the 
first and second parameters are used in combination with each other to specify a 
location, therefore combining the first and second parameters into one 
string/filename would have provided a functionally equivalent method for indicating a 
specific file and location. Further, Fitting suggests that the combination would have 
increased the speed of the search query, to be substantially real-time, by providing 
descriptive filenames and therefore eliminating the need for the searching unit to 
implement the time-consuming process of reading the data included in the filename 
and instead allowed the unit to search only the filenames themselves (column 1 , 
lines 54-59). 

6. Claims 20, 21, 25, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gartner in view of Fitting and further in view of U.S. Patent No. 
5,848,410 to Walls et al. 

As noted above, the invention of Gartner and Fitting teaches many of the 
features of the claimed invention including forming a filename based on inputs from 
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a test module or a user, but does not teach including a default name if a value is not 
received from the test module or user. 

Walls teaches a system and method for comprehensively and continuously 
indexing information stored in one or more sources of information such as a 
database (column 3, lines 48-50) comprising a file-system identifier that identifies the 
file system from which an index will be built and analyzes the files of the selected file 
system to determine information can be extracted from the files (column 11, lines 21- 
29). Walls also teaches that if a user does not select a file system name when 
prompted, the file-system definer, part of the file system identifier, provides a default 
file system name (column 11, lines 50-52). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of Gartner and Fitting to include using a default name if a value is not 
received from the test module or user, as taught by Walls, because the combination 
would have prevented an interruption in the process if the user fails to respond, as is 
well known in the art, and, as suggested by Walls, allowed the process to continue, 
by using a value most recently or most frequently selected by the user and therefore 
using a value that would have been most likely to have been selected by the user if 
the user were present (column 1 1 , lines 50-55). 

Response to Arguments 

7. Applicant's arguments filed January 20, 2004, have been fully considered but 
they are not persuasive. 
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Applicant argues that Slutz "fails to discloses the following element of claim 1 : the 
first and second test systems using the first data file in performing the respective first 
and second tests. . . What is performed in Slutz is that a test program that runs in 
each PC client 120 (see Figure 1 of Slutz) reads a configuration file that contains a 
set or parameters for a test procedure. Slutz, 5:31 -33. As discussed by Slutz, each 
PC client 120 may execute a test program. Slutz, 4:21-34. Thus, the configuration 
file accessed by each test program 300 is a local configuration file stored in a 
respective PC client 120. Therefore, in Slutz, the test programs in respective PC 
clients 120 do not use the same data file in performing respective first and second 
tests, but rather, accesses local configuration files on respective PC clients 120." 

The Examiner asserts that just because each PC client may execute a test 
program does not mean that the test program and configuration file are stored local 
to the respective PC client. Slutz specifically discloses that the testing processes 
executed by the PC "reads in" a configuration file containing test data (column 5, 
lines 32-33) and further specifies that the test data is stored remote from each PC 
client allowing the test data to be downloaded to and executed at one or more clients 
(i.e. shared between) (column 4, lines 1 1-20). These passages indicate that the 
configuration file is stored remotely for use by each of the plurality of PC clients and 
therefore the first data file is used in performing respective first and second tests. 

Applicant then argues that "the reliance of Fujimori as suggesting a modification 
of Slutz to achieve the claimed invention is also misplaced. Fujimori relates to an 
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electronic musical instrument having a memory for storing musical tone information 
containing waveform data and assigning a file name to the file that stores the 
waveform data. . . Applicant notes that Fujimori has nothing to do with identifying a 
file name of a data file to use in first and second tests based on plural parameters. 
All Fujimori would have suggested to a person of ordinary skill is a technique for 
assigning a file name for storing musical tone information. Such a person of 
ordinary skill in the art would not have been motivated by the teaching of Fujimori to 
identify a file name of a data file to use, by first and second test systems, in first and 
second tests based on plural parameters. Therefore, there is no motivation or 
suggestion to combine the teachings of Slutz and Fujimori in the manner proposed 
by the Office Action. 

The Examiner maintains that the inventions of Slutz and Fujimori are properly 
combined since Slutz does teach including a user-defined parameter in the 
configuration file specifically indicating the database to be tested (column 5, lines 33- 
37), and combining the filename forming method of Fujimori would have provided an 
easy method for finding a specific configuration file desired and increased the speed 
of finding the file by eliminating the need to implement the time-consuming process 
of reading the data included in the filename and instead allowed the unit to search 
only the filenames themselves. This combination is further suggested by Fujimori by 
indicating that the specific file name forming method would provide indication as to 
the content of the file just by reading the file name itself making it easier to search 
for a desired file (column 2, lines 5-10 and 22-26) and reduce the chance of 
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overwriting a generic file by producing files specific for an intended purpose (column 
1 , line 66 to column 2, line 5). 

Since the inventions of Slutz and Fujimori are both reasonably pertinent to the 
particular problem of filename searching and management in addition to the 
previously presented motivation, the combination is proper. 

Applicant presents a similar argument with respect to claim 6 suggesting that 
"there is no motivation to combine Slutz and Fujimori to combine first and second 
values to generate a file name of a test file to use in a test" and, with respect to claim 
12, "Slutz also fails to teach or suggest performing a second test in a second system 
using the test file. As discussed above, Slutz refers to reading configuration files of 
respective PC clients in performing its test. Thus, in Slutz, two systems do not 
perform a test using the same test file as recited in claim 12." 

As noted above, motivation does exists to make the combination of Slutz and 
Fujimori and further the invention of Slutz teaches reading in configuration files 
stored on a medium shared between a plurality of PC clients. 

Applicant then notes that, with respect to claim 14, "the Office Action stated that 
the combination of Slutz and Fujimori 'does not specifically disclose searching for 
the data file in storage for use in testing a database,' Applicant respectfully notes 
that claim 14 does not actually recite such language. Thus it is unclear to Applicant 
how the combination of Slutz, Fujimori, and Talley is applied to claim 14. However, 
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Applicant believes that the Office Action is conceding that the combination of Slutz 
and Fujimori fails to disclose a routine to identify a file name of a data file based on a 
string formed from the combination of received first and second parameters." 

The Examiner asserts that Office Action was not conceding that the combination 
of Slutz and Fujimori fails to disclose a routine to identify a file name of a data file but 
instead because the combination of Slutz and Fujimori teaches forming a file that is 
easily searchable (Fujimori, column 2, lines 5-10) as well as reading in a specific 
configuration file for use in a database test (Slutz, column 5, lines 31-33), the 
addition of the teachings of Talley would have provided a specific method for reading 
in this configuration file and a routine to that allows specific information pertaining to 
each database desired while allowing access by a plurality of users (column 2, lines 
5-16 and column 7, lines 25-31). 

Applicant then argues that "Talley does not teach or suggest a routine to identify 
a file name of a data file based on a string that is formed form the combination of 
received first and second parameters" and "there is no motivation or suggestion to 
combine the teachings of Slutz, Fujimori, and Talley. As noted above, Fujimori is 
directed to a teaching that is completely unrelated to forming a string from plural 
parameters to identify a file name of a data file to use in a test. Talley also does not 
provide any teaching or suggestion of combining parameters to form a string for the 
purpose of identifying a file name of a data file to use in a test. Therefore, there is 
no motivation or suggestion to combine the teachings of Slutz, Fujimori, and Talley." 
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Also, with respect to claim 23, Applicant argues that "[c]ontrary to the assertion in 
the Office Action, Talley does not disclose searching a predetermined directory on a 
device to find a test file containing a string that is concatenated from received first 
and second parameters." 

Similarly, with respect to claims 27 and 28, Applicant argues that "[c]ontrary to 
the assertion in the Office Action, Talley fails to disclose or suggest a routine 
executable to search a directory to find a file name of one of data files that contains 
a string concatenated from first and second parameters to use for a test" and "there 
is no teaching or suggestion in Talley of searching a predetermined directory on a 
device to find a test file containing a string that is concatenated form a common 
parameter" 

The Examiner asserts that the invention of Talley is not included to teach 
combining parameters to form a string for identifying a file name of a data file since 
this feature is already taught by the combination of Slutz and Fujimori. The 
Examiner also asserts that these arguments cannot show nonobviousness by 
attacking references individually when the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

With respect to the rejection under the combination of Gartner and Fitting, 
Applicant argues that "the Office Action states that the plurality of users and plurality 
of applications for testing the database are considered to be the first and second test 
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Applicant then argues, witfi respect to claim 6, that "Gartner also does not 
disclose or suggest receiving a second value representing a database to perform a 
test on" and the Examiner has incorrectly "stated that the external file references are 
the databases being tested. 10/15/2003 Office Action at 12-13. This statement 
contradicts the teaching of Gartner itself, which shows the database system being 
tested as DBMS 1 5. The external file reference refers to test files — they are not the 
databases being tested." 

The Examiner maintains that in the invention of Gartner, the DBMS is tested by 
testing the external file references themselves. Gartner specifically discloses the 
testing of the external file references, stating, "the invention enables external file 
references to be randomly tested in a controlled manner" (column 2, lines 39-40). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent No. 6,681 ,351 to Kittross et al. teaches easy to program automatic 
test equipment. 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no event, however, will the statutory period for reply 
expire later than SIX MONTHS from the mailing date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey R. West whose telephone number is 
(703)308-1309. The examiner can normally be reached on Monday through Friday, 
8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marc S. Hoff can be reached on (703)308-1677. The fax phone 
numbers for the organization where this application or proceeding is assigned are 
(703)308-7382 for regular communications and (703)308-7382 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 
(703)308-0956. 
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